Appl. No. 10/681,075 

Response to Final Office Action of December 29. 2009 

REMARKS 

This Response is submitted in reply to tlie Finai Office Action dated December 
29, 2009, and in accordance witli tlie personal interview conducted on March 10, 2010. 
Claims 1 to 32 and 47 to 51 were previously canceled. In this Response, Claims 33, 37, 
41, 42, 44 and 46 are amended for clarity, Claims 36 and 40 are canceled without 
prejudice or disclaimer, and Claims 52 to 63 are added. No new matter has been 
added by these amendments or new claims. A Request for Continued Examination is 
submitted herewith. Please debit Deposit Account No. 02-1818 for any costs 
associated with this Request for Continued Examination and this Response. 

As noted above, Applicant has filed a Request for Continued Examination with 
this Response. Applicant requests that the Examiner allow the application or provide 
an upcoming Office Action which will ". . . identify any claims which he or she judges, as 
presently recited, to be allowable and/or . . . suggest any way in which he or she 
considers that rejected claims may be amended to make them allowable" in accordance 
with §707.07(d) of the MPEP. 

Claims 41 and 46 have been amended to include a " non-transitory computer 
readable medium" in order to comply with §101 as suggested by the USPTO notice of 
January 26, 201 0, titled "Subject Matter Eligibility of Computer Readable Media." 

The present application claims benefit and priority to U.S. Provisional Patent 
Application Serial No. 60/417,687 (hereinafter "provisional application") filed on October 
10, 2002. The Office Action alleges that the earliest priority date for the present 
application is October 8, 2003, because the provisional application "do[es] not contain 
the same invention as claimed in the present application for instance none of the 
[previous] applications teach the 'near miss' feature as claimed in the present 
application." (See Page 4 of the Office Action.) 

As discussed during the interview, Applicant respectfully disagrees and submits 
that the effective filing date of the present application is October 10, 2002, the filing date 
of the provisional application, because the provisional application fully supports the 
present application and each and every element of the previously pending claims. 
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For example, Page 2 of the provisional application states: 
Example 1 of an embodiment: 

[1] Joe Smith was gambling at a slot machine at the Queen's Palace 
Casino. The central computer at the Queen's Palace Casino was tracking 
Joe's play. By tracking his play, the central computer could ensure, for 
example, that if Joe missed a jackpot by one symbol, Joe would be offered 
a consolation prize. On one particular spin. Joe achieved the outcome 
"lion-lion-elk. " The payout was ten coins, so ten coins immediately clinked 
into his tray. However, had Joe achieved "lion-lion-lion." he would have 
won the iackpot of 1000 coins . 

[2] The central computer detected Joe's near miss in the following way. A 
processor and a series of interconnected sensors were attached to Joe's 
slot machine. Together, the processor and sensors constituted a scraping 
device for detecting events and activities at the slot machine. When Joe 
obtained his outcome, one of the sensors, a camera, captured an image 
from the display screen of Joe's slot machine. The processor of the 
scraping device compared pieces of the image with known symbol 
images, and determined that the image was the outcome "lion-lion-elk" . 
Another one of the sensors was a microphone, positioned at the coin tray 
of the slot machine. Soon after Joe achieved his outcome, the microphone 
had detected ten rapid sounds in the coin tray. Comparison of the sounds 
to known audio signals revealed that the sounds were likely the sounds of 
coins dropping. The processor of the scraping device compared the 
number of sounds detected in the coin tray to the known payout for the 
outcome "lion-lion-elk." The payout was the same as the number of 
sounds detected. With this confirmation, the scraping device determined 
that Joe has achieved "lioh-lion-elk" with a high degree of certainty. 
Therefore, using a wireless transmitter, the scraping device transmitted to 
the central computer a message indicating that Joe had achieved the 
outcome "iion-lion-elk." 

[3] After receiving information about Joe's near miss, the central computer 
formulated a message for Joe . The central computer transmitted the 
message back to the scraping device on Joe's slot machine. The scraping 
device then transmitted the same message wirelessly to Joe's PDA. Joe 
heard his PDA beep, and took it out of his pocket. He saw the message, 
which read, " Joe, we see vou iust got the outcome Iion-lion-elk . You were 
so close to hitting the iackpot! But don't worry, we are going to give you a 
chance to win a lot more than the jackpot! In fact, if vou iust agree to have 
dinner tonight at our Cattle Ranch Steakhouse, then we'll make the size of 
the iackpot 10 times bigger for your next 100 spins ! to agree, just key in 
the word "yes" to your PDA and send it back to the slot machine." 
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[4] Joe was in the mood for steak, so he keyed in the word "yes" to his 
PDA. Then, on his 98*^ subsequent spin, he won the $1000 jackpot. Joe 
was ecstatic. He heard his PDA beep. It was another message from the 
central server. "Congratulations, on winning the jackpot. Since you agreed 
to eat at the steakhouse, your jackpot is multiplied by 10. Just show the 
following code to the casino attendant when she comes over, and she will 
award you $10,000! Code: 391 FG9025B3EX2." (Emphasis added.) 

Previously pending independent Claim 33 is directed to a method comprising: 
determining an occurrence of a near miss outcome by a player at a gaming device; 
determining a message comprising an offer associated with the near miss outcome; and 
transmitting the message via a communication network to the player, wherein the near 
miss outcome comprises a plurality of symbols on a payline such that, when one of the 
plurality of symbols is replaced with an additional symbol adjacent to both the payline 
and the symbol to be replaced, the result is a winning outcome. 

As discussed during the interview. Applicant respectfully submits that the 
provisional application teaches each and every element of previously pending 
independent Claim 33 on at least Page 2 as illustrated in the claim chart below. 



Previously pending Claim 33 


Provisional Application, Page 2 


A method comprising: 

determining an occurrence of a near miss 

outcome by a player at a gaming device; 


The processor of the scraping device 
compared pieces of the image with known 
symbol imaaes. and determined that the 
imace was the outcome "lion-lion-elk". 11 


2. 


determining a message 

. 


After receiving information about Joe's 
near miss, the central computer formulated 


a messaae for Joe. 11 3. 


comprising an offer associated with the 
near rhiss outcome; and 


Joe, we see you just got the outcome lion- 
lion-elk. fllf vou iust agree to have dinner 
tonight at our Cattle Ranch Steakhouse, 
then we'll make the size of the iackoot 10 


times biaaer for vour next 100 soinsl IT 3. 
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transmitting the nnessage via a 
comnnunication networl< to the player, 


The central computer transmitted the 


messaae back to the scraping device on 
Joe's slot machine. ^ 3. 


wherein the near miss outcome comprises 
a plurality of symbols on a payline 


On one particular spin, Joe achieved the 


outcome "lion-lion-elk." H 1. 


such that, when one of the plurality of 
symbols is replaced with an additional 
symbol adjacent to both the payline and 
the symbol to be replaced, the result is a 
winning outcome. 


However, had Joe achieved "lion-lion-lion." 
he would have won the iackpot of 1000 


coins. HI. 

You were so close to hittina the iackoot! H 
3. (Showing that the "lion" in "lion-lion-lion" 
is adjacent to the "elk" in "lion-lion-elk"). 



Therefore, Applicant respectfully submits that the provisional application teaches 
each and every element of previously pending independent Claim 33 on at least Page 
2. Previously pending independent Claims 37, 41, 42, 44, and 46 contain certain 
elements similar to certain elements of previously pending Claim 33. Therefore, 
Applicant respectfully submits that the provisional application teaches each and every 
element of previously pending independent Claims 37, 41, 42, 44, and 46 on at least 
Page 2. 

Further, the Office Action rejected previously pending Claims 2>3 to 46 under 35 
U.S.C. §103(a) as being unpatentable over U.S. Patent Application Publication No. US 
2005/0054420 to Cregan et al. (hereinafter "Cregan") in view of U.S. Patent Application 
Publication No. US 2004/0224769 to Hansen et al. (hereinafter "Hansen"). 

Applicant respectfully submits that neither Cregan nor Hansen constitutes prior 
art. As explained above, the effective filing date of the present application is October 
10, 2002, the filing date of the provisional application. Neither Cregan nor Hansen 
predates October 10, 2002. The earliest effective date for Cregan is the filing date of 
September 8, 2003, and the earliest effective date for Hansen is the filing date of IVlay 9, 
2003. 

In the previous Office Action Response of October 8, 2009, Applicant 
erroneously submitted that the effective filing date of the present application is at least 
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as early as October 10, 2003 . The correct effective filing date of the present application 
is at least October 10, 2002, the filing date of the provisional application. Applicant 
apologizes for the error in the previous Office Action Response. 

Additionally, Claims 33, 37, 41, 42, 44 and 46 have been amended to better 
define the invention. Amended independent Claim 33 is directed to a method 
comprising: determining an occurrence of a near miss outcome in a play of a game at a 
gaming device, the near miss outcome comprising a plurality of symbols displayed on a 
payline such that, when one of the plurality of displayed symbols is replaced with 
another symbol adjacent to the one of the plurality of displayed symbols, the result is a 
winning outcome; determining a message comprising an offer in response to the near 
miss outcome, the offer including a benefit in exchange for performing an activity, and 
the offer not including modifying the near miss outcome for said play of the game; and 
transmitting the message via a communication network to the player. 



Applicant respectfully submits that the provisional application teaches each and 
every element of amended Claim 33 on at least Page 2 as illustrated in the claim chart 
below. 



Amended Claim 33 


Provisional Application, Page 2 


A method comprising: 

determining an occurrence of a near miss 

outcome in a play of a game at a gaming 

device. 


The processor of the scraping device 
compared pieces of the image with known 
svmbol imaaes. and determined that the 
imaae was the outcome "lion-lion-elk". H 


2. 


such that, when one of the plurality of 
displayed symbols is replaced with another 
symbol adjacent to the one of the plurality 
of displayed symbols, the result Is a 

winning outcome; 


However, had Joe achieved "lion-lion-lion," 
he would have won the iackoot of 1000 
coins. HI. 

You were so close to hittina the iackoot! IT 
3. (Showing that the "lion" in "lion-lion-llon" 
is adjacent to the "elk" in "lioh-lion-elk"). 


determining a message 


After receiving information about Joe's 
near miss, the central computer formulated 
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a messaae for Joe. H 3. 


comprising an offer in response to tine near 
miss outcome, the offer including a benefit 
in exchange for performing an activity, 


Joe, we see you just got the outcome lion- 
lion-elk. fllf vou iust aaree to have dinner 


toniqht at our Cattle Ranch Steakhouse, 
then we'll make the size of the jackpot 10 


times biaaer for vour next 1 00 spins! U 3. 


and the offer not including modifying the 
near miss outcome for said play of the 
game; 


nif vou iust aaree to have dinner toniqht at 
our Cattle Ranch Steakhouse, then we'll 
make the size of the iackoot 10 times 


biqqer for vour next 100 spins! H 3. 


(Showing that the offer is not p change 
the symbols "lion-lion-elk.") 


and transmitting the message via a 
communication network to the player. 


The central computer transmitted the 


messaae back to the scraping device on 
Joe's slot machine. 1|3. 



Therefore, Applicant respectfully submits that the provisional application teaches 
each and every element of amended independent Claim 33 on at least Page 2. 
Amended independent Claims 37, 41 , 42, 44, and 46 contain certain elements similar to 
certain elements of amended Claim 33. Therefore, Applicant respectfully submits that 
the provisional application teaches each and every element of amended independent 
Claims 37, 41 , 42, 44, and 46 on at least Page 2. 

Applicant further submits that neither Cregan nor Hansen constitutes prior art for 
amended independent Claims 33, 37, 41, 42, 44 and 46. As explained above, the 
effective filing date of the present application is October 10, 2002, and neither Cregan 
nor Hansen predates October 10, 2002. 
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For at least these reasons, Applicant respectfully submits that all pending claims 
are in condition for allowance. An earnest endeavor has been made to place this 
application in condition for allowance and such action is courteously solicited. If the 
Examiner has any questions related to this Response, Applicant respectfully requests 
that the Examiner contact the undersigned. 



Respectfully submitted, 
K&L Gates LLP 




Adam H. Masia 
Reg. No. 35,602 



Customer No. 29159 
(312) 807-4284 



Dated: March 26. 2010 
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